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REMARKS 

In the Office Action mailed 3/6/2006, Claims 1-20 were rejected as being 
anticipated by the prior art under 35 U.S.C. § 102(b). 

The Examiner further objected to the oath or declaration (see Office Action 
Summary), but the referred-to PTO-152 was not included in the mailing. Clarification is 
requested. 

Patentability of Independent Claims 1 (method - fantasy gaming). 8 (system for 
providing fantasy sports game) and 14fmethod - ad hoc duel fantasy gaming system) 

These Claims are all rejected as being anticipated under 35 U.S.C. §102 (b) by 
Junkin . Applicant respectfully traverses these rejections for the reasons set forth below after 
the discussion of the teachings of this reference. 

Junkin. U.S. Patent No. 5.846 J32 

Junkin discloses an "Interactive System Allowing Simulated or Real Time 
Participation in a League." In feet, Applicant is aware of Junkin and disclosed this reference 
in the context of an Information Disclosure Statement filed along with the original 
application. 

Junkin concerns itself, not with any novel approach to challenging, scoring or 
determining the outcome of a system of fantasy sports leagues, but rather "is more 
particularly concerned with such a system which has an option for a league based 
competition and/or scoring between participants of similar skill level in different categories 
of competition." Col /, lines 10- 13. 

-6/1 &~ 
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The JunJtin method is summarized at Col 2, line 64 - Col 3, line 8 as having the 
following steps: 

"(a) > . . generating real time score values indicative of performances of players 
involved in the event, 

(b) . . . conveying to each participant the real time score values of the players, 

(c) . . . selecting at least one member of the event to comprise a team for each 
participant of the interactive system" 

The system may optionally include step: 

"(d) . . - grouping the participants into categories or leagues based, e.g. on 
accumulated score values." 

As discussed in Applicant's original Specification, leagues of fantasy sports teams 
have been a popular pastime for quite some time. Converting individual player 
performances (hereinafter performance points) into fantasy sport team owners' team points 
(hereinafter owners' points) was traditionally executed manually by the fantasy sports 
league commissioner. With the evolution of the World Wide Web, it was a natural 
progression that the manual scoring process was replaced with computerized methods. A 
side benefit was that fantasy sport team owners were no longer confined to competing with 
other local fantasy sport team owners, for the WWW does not (at least in this context) have 
such boundaries. 



-7/18- 



PAGE 9/20 * RCVD AT 6/5/2006 9:45:29 PM [Eastern Daylight Time] * $VR:U$PTQ-EFXRM/28 ■ DNIS:2738300 1 CSID:6196922003 1 DURATION (mm-ss):0446 



' 06/05/2006 18:53 6196922003 



STEINS & ASSOCIATES 



PAGE 10 



Junkin. like the other "references" cited by the Examiner is simply an example of an 
architecture and operating method for such a "plain Jane" online fantasy sports system. All 
of these "prior** systems have five basic steps; 

1. an owner creates a team by some method; 

2. owners are either included in a league or are simply in a pool with other owners; 

3 . the real players perform to generate performance points; 

4. performance points are converted to owners* points (by the gaming method) by 
attributing the performance points to only those teams that selected a particular 
player generating the points; and 

5. over the course of a period (e,g. a season), owners are ranked by their cumulative 
owners' points. 

Essentially, the only benefit touted by Junktn provided by its system over its 
predecessors was to "allow real time interaction," for example to "decide whether or not to 
keep Petty as he is passing other cars or is being passed." See Col 1, lines 58 - 60. 

Operational Distinctions 

In order to make the patentability distinctions between Junkin and the present 
invention more clear, the undersigned will first provide additional background to the 
conventional fantasy sports scoring method as contrasted with the fantasy sports scoring 
method of the present invention. 
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Jimknu discloses the typical conventional fantasy sports scoring method, an example of 
which follows: 



Fantasy Team Name 


Weekl 


Week 2 


Week 3 


Total 


Team A 


10 owpts 


10 owpts 


10 owpts 


30 owpts 


TeamB 


12 owpts 


5 owpts 


7 owpts 


24 owpts 


TeamC 


5 owpts 


7 owpts 


12 owpts 


24 owpts 


Team D 


7 owpts 


12 owpts 


5 owpts 


24 owpts 



Cpnvffltjpnaj, Fantasy Sports Scoring Method 

Under the conventional method, the team with the most owners' points wins. As 
such, Team A fantasy owner would prevail in this grouping (whether itx a league or "at 
large"), since Team A accumulated the most owner points through the 3-week ^season." 

Claimed Fantas y Sports Scoring Method 

Under the methods and systems of the presently claimed invention, there is an added 
step conducted prior to determining what the owners' points are, namely the formation of a 
"dueL" A "duel" is the result of a one-on-one challenge between two fantasy team owners. 
Defined a simply as that, there is no requirement that all teams duel all other teams. An 
example outcome of such a system using the previously-detailed results could be: 
Week 1 Duels (result) Week 2 Duels (result) Week 3 Duels (result) 

A&B(Blowpt) A&D(Dlowpt) A&C(Clowpt) 

C&D(Dlowpt) C&D(Dlowpt) B&C(Clowpt) 

-9/18- 
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D & B (B 1 ovvpt) 



D & B (B 1 owpt) 



The final 3-week season results would then be: 



A 



Oowpts 



B 



3 owpts 



C 



2 owpts 



D 



2 owpts 



The difference is apparent, even in this simple example. Here, Team A would have 
won and Teams B - D would have tied for second under the conventional system. Under 
the system claimed by the Applicant, however Team A would end up in last place, with 
Team B winning the season. If the various team owners had engaged in duels with different 
team owners, a different result would no doubt have occurred 

Applicant's Claimed Invention 

Applicant's claim 1, for example recites; 

"In a network of computing devices comprising two or more participant client 
computers in communication with a host computer system over a computer 
network, a fantasy gaming method executed by said host computer system for 
interaction therewith at said participant client computers, the method comprising 
the steps of: 

a first participant creating a first team via one said participant client 
computer; 

a second participant creating a second team via one said participant client 
computer; 



-ions- 
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a challenge to engage in a fantasy game issued by said first team to said 
second team; and 

an acceptance of said challenge by said second teaoou" 

Applicant has reviewed the Examiner's citations from Junkin in the context of his 
Office Action, and respectfully asserts that neither the "challenge** step* nor the "acceptance 
of said challenge step" is disclosed, hinted at or suggested bv Junkin . 

Repeatedly, the Examiner has cited the following location within Junkin for his conclusions: 
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faciigy tooriM&fol>tf<iy<|<Btefl^^ ' vto » L wto oc to b» wwafcrt rrrogreiion. Pictfaw; tfcrf 
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irWHhn «.w3 fruity pT T^«W^ K^< .np p^fr fnbft*9- „ ^ * tWtfaST 4^V«lUQ lrffllP iflVCfiJiOfl fa .to IflOieStipg 

*>a*faL la ifi& tbow «?Mg^ pvtS^ts Mfecx *ad lauds ; t«iieipw^:«^ 

ikdts prior (» w »Mkf l» niiq or Baifaii . »sa mjoAct «f tt»< SBv<Mic» » k j 

distribute* *£t!«* tot^wiiwiwQf otbw'«*Prti» ^ s .jVxwt% so 4» pmat smote *d fewfaft «od 

to ^ftetfaef ^ t^grrtlAe Prtjy/ •; 9 Hac www h*»t« ***** fc^ ^^^a trt! time 
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'may dvqpb to {p^ ftny « »JWM^^ up town. If ttw - »wa gene «ytton to ■ Pflywa ^ i fa M>« QlfrMfrftWJ to the 
JMascSpMR bolwns Hal JOMfcer e«r 3ub± u Sort ■ tcosnt^ *m. Tt* sy^saj.ftirt^ Jacbtte actm 



Specifically, here are the Examiners references to this citation (at least tho$e of 
import): 
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^ApptimttonTCw^ Page 2 

Arttinft37W 

DETAILED ACTION 
C&fcn Reactions &JUSC $ i02 
The fotowfrig is 4 quotation the appropriate paragraphs of 35 U.&C" lG2thet 
form the basis jbrtfte rejections uncterjlhteaectfoa.n^:ln.tbfe Office action: 

A person ate!! be anOtad ttf » pftterit uafe» ^ 

i»© or oft Mfeinihia country, row* *m «» yrac prior to »» sUfetf appi^rf**** potent to ft* Utitotf 



1. Claims 1 - 20 are rejected^ndef 35 U.S. C. 1Q2{&) asbeing anticipated by JunKin 
(US. Patent 5J46 r 132); 

Ra$arding.C*aim& 1,3, -14 and 20, Jjunfcm dbdoses a netyorfc of computfng 
devfces comprising two <x. mew participant CftGfrt computers (col. 19, Una, 44-40: 
wterea player operating tesn and £ a cflent 

pay^cipating a cama>ta commuf^ computer (col, 18, Bri 43)avara 

network (coj; 16. «n». 47 *4jBtj->rtft data atorageato^ to 
psrtorrre^ tte^ 16, pm.il -33: vfo&B a 

central aervaf tracka actual ^rr^ sls^\Qs^TO\jgtK>ut& vvauon and store* gam© data 
for rerorte accea* by any pisyar), a fanlasy gan^ng metnbd axacutod by aatt host 
compaterfor ^ 16, »w. 37- 

39; where to&and cfieiitcomp^^ interact to pmvfcJe a gams). 

Jur>k?n also disofoees ftjuftipfe participants creatine, multipte respective teams via 
rmiltfpio respective client cbm^re tje^ 0; wfwrei fr^iduaf^artio^ant* up 

to a specified maximum ntifribar baW up and recruit for their respective taanu^yhem a 
first team iesue^a challenge tp encage in a fantasy gam© iflsuadtoy said first team to 
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■■■ • j * ■ .: : ■ ■*' ■ • 

Aitunte 371.4 ■ 

saw second team ^ an accep«ance^s^ oha^^ by -said aeoontj teai ^l, 1._ 
JSl^ljSS' ^ horB 9 conawterrina^ea teams.forpfey .e^d automatically 
changes tear^ accepts from each 

participant an initial se tectfon arid purchase of players to form the participant's: fent**y 
sportsieain (col. 5, «na. 21 -.27; where each participant enters e draft to detect players 
for Ave above team) indtfc*ifl:a wagered. 2, 10 - 21; where player* mey win 
pri^ mat may be set ^ .. 

Re#*rdtag Claims 2 - 3! and 15- 18. Jwi&<Ssclc*es a game method where a 
first team challenges asecondieem la en^Q In a fantasy game at a fuhtfe dati^coL 
l t fina- 2&-33; where cftaJtenfly t ato^ ajre sg before the ^ ^r<*i**£ 

foHowiog weefc^games are played partw^infe lineup and scores :am updated i - tort,<b ° 

ofj< 

said oountBiehafen^aby sahlfirst te^fc rii Mins^a*- 33: where challenges, 23ri0i) 
countertShaJJenpes, and acceptances of ch^ertjgee and cx^terehaJtengnw ! we . • 
inherently handled au|omafiop% by teams and a game host at a ceritral site when bam 
schedMtes am formed). 

RegartilngfCteifims 4 ^7, ft -.11 and 17- 19, jtinWndteotow 
t*> ft where a cftaKenflP creates e gg ^(^/coj, 1, lbs. 29 ~ 35 ; where team are rnaJched 
* up to play against each other each weefc of tha fantasy season) where a victor is 
^^detennined by parfc^nc© results of a«^/ players (n an actual epprtfog i event (col, 16, 
«ns. 31 - 33; wfcerea players team whose team members coflectivejy score the most 



based on game re$u!fa& and v^re ^n acceptance step ispfeceded by a wcwl team f ^ ^ 
fcsuffifl a coifflterchaHenqe to a first team. and aaM acceptance step 19 an acceptance of ) 
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; Apps^^ p 4 

ArtUrifc37.14 - 

perm it) a game jtawanM-^ ^ 

a third team via one said participant cfent computer where said third teem may engage / &mi» 

in a. gopiwl duel w fth either first or second teaim . ami where a plurality of aaid teams / | 

engage In a plure% <rf eaid duets (cot:1,jirm,29^a ; where multiple tearr* may I*****) 

participate and aH teams piay wr^Uwui one other team. ^«^g «^r^ay of tearro 

tn a regular football season) to determine win-toss records for each said team 

responsive to victors arid norwidtoraof saloSo^eMeol 4', Bn*. 3d - 33;. where a team 

accrues wine and Josses baaed ion a comparison between scoras of duettngiiwns 

during a particular game), psrformatnpa; classfficatJan groups of teams ate defined 

responsive to me etfengai oftiuel schedule of said respective teams tool. 2, So*. 10— 

iz, where teams are ranked teased x>n their strength in winning against other teams . 

during the regular season) and a .playoff schedule is created between teams having the 

highest perfrmianee classification <coi. 1 i , (Ins. 27 - 32; where teams queBfy or do not 

qualify- for an AO Star recrgranteaijon wtiteh- ts simitar to playoffs in a fantasy league 

incorporating a postseason based on : reajular season rank). 
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A casual observer can see that the cited section of Junkin fails to suggest the duel- 
based system of Applicant's claimed invention. As a result, the Examiner has failed to meet 
his burden of making out a prima facie case of anticipation. 

By combining the elements of various well-known decisions, one can see that a 
prima facie case of anticipation is established only when the Examiner provides: 

1 . a single reference 1 

2. that teaches or enables* 

3. each of the claimed elements (arranged as in the claim) 3 

4. expressly or inherently 4 

5. as interpreted by one of ordinary skill in the art 5 

If the Examiner fails to produce a prima facie case of unpatentability, "then without more 
the applicant is entitled to the grant of the patent'* 6 

Here, the single cited reference fails to teach or enable each of the claimed elements 
in any way to anyone, and therefore the prima facie case of anticipation fails, and this 
ground for rejection must be removed 

Furthermore, the undersigned notes that the Examiner has cited, yet not relied upon 
two other references, namely Soltesz (reference A) and Yahoo (reference U). Both of these 

1 W.L. Gore & Assocs. v. Garlock, 721 F.2d 1540, 220 USPQ 303 {Fed Cir. 1983), cert, denied, 469 U.S. 
851 (1984). 

2 AkzoM K v. U3. Int'l Trade Comm'n, 808 F.2d 1471, I USPQ 2d 1241, 1245 (Fed. Cir. 1986) (citing In 
re Brown, 329 F.2d 1006, 1011, 141 USPQ 245, 249 (CCPA 1964). 

Lindemann Maschinenfabrik Gmblfv. American Hoist & Derrick Co., 221 USPQ at 485. 
Continental Can Co. USA v. Monsanto Co., 20 USPQ 2d at 1749-50. 
XWl) P * Ciinic& Research Found v. Genentech Inc., 927 F*2d 1565, 18 USPQ 2d 1001, 1010 (Fed. Cir. 

6 In re Oeiiker, 977 FJ2d 1443, 24 USPQ 2d 1443 (Fed. Cir. 1992). 

-16/18- 
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references fail to disclose or hurt at Applicant's claimed duel-based scoring system and 
method. Furthermore, absent further evidence from the Examiner, Applicant challenges that 
the Yahoo reference is even a prior art reference, in thai its effective date is 2/23/2006 (the 
date that is was printed by the Examiner), since there is no proof as to 1he disclosure's 
content as of the effective date of Applicant's application (beyond a self-serving copyright 
notice of 2001). Should the Examiner continue to cite this reference, Applicant respectfully 
requests that he provide evidence regarding the date of effectiveness of the Yahoo reference 
if an when it is relied upon for future claim rejections. 
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Collision 



In view of the foregoing amendments and remarks, Applicant respectfully requests 



that the application be reconsidered, the claims be allowed, and the case passed to issue. 



Respectfully submitted, 
STEINS & ASSOCIATES 



Karl M Steins 
Registration No. 40, 1 86 
2333 Camino del Rio South 
Suite 120 

San Diego, California 92108 
Telephone: (619)692-2004 
Facsimile: (619)692-2003 
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